
IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF DELAWARE

MITEQ, INC., )
)

Plaintiff, )
)

v. ) C.A. No. 02-1336-SLR
)

COMTECH TELECOMMUNICATIONS )
CORP., )

)
Defendant. )

MEMORANDUM ORDER

I. INTRODUCTION

On July 29, 2002, plaintiff Miteq, Inc. filed this action

against defendant Comtech Telecommunications, Corp. seeking a

declaratory judgment that it does not infringe U.S. Patent No.

5,666,646 (“the ‘646 patent”) owned by a subsidiary of defendant,

or that the ‘646 patent is invalid.  (D.I. 1)  Presently before

the court is defendant’s motion to dismiss, stay, or transfer

this action.  (D.I. 6)  This court has jurisdiction pursuant to

28 U.S.C. §§ 1331 and 1338.  For the reasons that follow, the

motion shall be granted. 

II. BACKGROUND

Plaintiff is a Delaware corporation with its principal place

of business in Hauppauge, New York.  (D.I. 14 at 5)  Plaintiff

designs and manufactures satellite communications equipment,

including the accused infringing products.  (Id. at 7)  Defendant

is a Delaware corporation with its principal place of business in

Melville, New York.  (D.I. 8)  Comtech EF Data (“EF Data”) is a
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wholly owned subsidiary of defendant with its principal place of

business in Tempe, Arizona.  (Id.)  EF Data is the assignee of

the ‘646 patent entitled “Radio Frequency (RF) Converter System

with Distributed Protection Switching and Method Transfer.” 

(Id.)  Defendant and EF Data design and manufacture satellite

communications equipment utilizing the technology of the ‘646

patent.

On April 10, 2002, defendant filed a complaint against

plaintiff in the United States District Court for the District of

Arizona alleging infringement of the ‘646 patent.  (D.I. 7 at 3) 

However, defendant asserts that it did not serve plaintiff in the

Arizona case until August 1, 2002, in order to “permit a dialogue

between the parties.”  (Id.)  Prior to being served in the

Arizona case, plaintiff filed this action and served defendant on

July 29, 2002, seeking declaratory judgment of non-infringement

and invalidity of the ‘646 patent.  (D.I. 1)  Defendant now seeks

to either dismiss this action, stay this case until resolution of

the Arizona litigation, or transfer this case to the District of

Arizona.  (D.I. 7)

III. DISCUSSION

More than fifty years ago, the Third Circuit Court of

Appeals adopted the “first-filed rule” where “in all cases of

federal concurrent jurisdiction the court which first had 

possession of the subject must decide it.”  Crosley Corp. v.

Hazeltine Corp., 122 F.2d 925, 929 (3d Cir. 1941)(quoting Smith
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v. M’Iver, 22 U.S. (9 Wheat.) 532, 6 L. Ed. 152 (1824)).

Consequently, the second filed action should be stayed or

transferred to the court where the first filed action is pending.

Peregrine Corp. v. Peregrine Indus., Inc., 769 F. Supp. 169, 171

(E.D. Pa. 1991); Dippold-Harmon Enterprises, Inc. v. Lowe’s

Companies, Inc., 2001 U.S. Dist. LEXIS 18547, Civil Action No.

01-532- GMS, 2001 WL 1414868 (D.Del. 2001).  The rule “encourages

sound judicial administration and promotes comity among federal

courts of equal rank.”  E.E.O.C. v. University of Pennsylvania,

850 F.2d 969, 971 (3d Cir. 1988).  The decision to transfer or

stay the second action is within the discretion of the trial

court.  Id. at 972, 977.  However, invocation of the rule will

usually be the norm, not the exception.  Courts must be presented

with exceptional circumstances before exercising their discretion

to depart from the first-filed rule.  Id. at 979. 

In this case, it is undisputed that the first-filed case in

Arizona and the present case involve the same patent and the same

issues.  Therefore, the burden is on plaintiff to present some

exceptional circumstances why the court should depart from the

first-filed rule.  In support of its argument opposing transfer,

plaintiff states that all of its relevant witnesses reside in New

York, all the documents and records related to the accused

product are in New York, and the “center of gravity” of the case

is New York.  (D.I. 14 at 6-7)  None of these arguments show that

there are any exceptional circumstances requiring the court to
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depart from the first-filed rule.

Furthermore, defendant makes the same arguments in favor of

transferring the case to Arizona.  It argues that all of its

relevant witness, documents, and products are either in or near

Arizona.  Therefore, by not allowing a transfer, the court would

simply be transferring the inconvenience of traveling from

plaintiff to defendant.  Mere inconvenience to one party does not

rise to the level of exceptional circumstances that would require

the court to depart from the well-established principles of the

first-filed rule.  Since the patent litigation action in Arizona

was filed first, transfer of the subsequently filed Delaware

action will promote judicial administration and consistency of

results.

IV. CONCLUSION

For the reasons stated, at Wilmington, this 23rd day of

January, 2003, IT IS ORDERED that: 

1.   Defendant’s motion to transfer (D.I. 6) is granted. 

2.   Defendant’s motions to dismiss and stay (D.I. 6)are

denied as moot.

3.   The above-captioned action shall be transferred to the

United States District Court for the District of Arizona.

            Sue L. Robinson
United States District Judge


